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REMARKS 

Claims 5-8 and 10-18 are pending. Claims 5-7, 10-15, 17 and 18 stand 
rejected under 35 U-S.C. §103(a) as being unpatentable over U.S. Patent No. 3,637,249 to 
Kuhl et al. ("Kurd") in view of either U.S. Patent No. 3,349,927 to Blatt ("Blair) or U.S. 
Patent No. 3,716,307 to Hansen ("Hansen"). Claims 8 and 16 stand rejected under 35 U.S.C. 
§103(a) as being unpatentable over Kuhl and either Blatt or Hansen and further in view of 
U.S. Patent No. 6,039,529 to Person ("Person"). Claims 5-7, 10-15, 17 and 18 stand rejected 
under 35 U.S.C. §103(a) as being unpatentable over U.S. Patent No. 3,834,558 to Bru ("Bru") 
in view of either Blatt or Hansen. Claims 8 and 16 stand rejected under 35 U.S.C. §l03(a) as 
being unpatentable over Bru and either Blatt or Hansen and further in view of Person. 

Applicant respectfully traverses the rejections under 35 U.S.C. § 1 03 for at least 
the reasons set forth below. 
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Applicant's Claimed Invention 

Applicant's claimed invention is directed to an egg lifting apparatus 10 that 
includes a vacuum housing 12 having first and second passageways 16, 20, a removable 
venturi assembly 22 in fluid communication with the first and second passageways 1 6, 20, 
and a removable flexible cup 40 secured to the vacuum housing 12, wherein the flexible cup 
40 comprises an interior 41 that is in fluid communication with the vacuum housing second 
passageway 20. The venturi assembly 22 produces subatmospheric pressure (vacuum) within 
the second passageway 20 upon the flow of air through the first passageway 16 (as indicated 
by arrow A 2 ). The flexible cup 40 is configured to engage and retain an egg in seated relation 
therewith when subatmospheric pressure is provided within the flexible cup interior 41 via 
the vacuum housing second passageway 20. Figs. 3-5 and 6A-6B from Applicant's 
specification ajre set forth below. 
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Applicant's egg lifting apparatus 10 includes a plunger housing 52 and an 
elongated plunger 60 operably associated therewith. The plunger housing 52 includes 
opposite first and second ends 52a, 52b and an axially-extending internal bore 54 that 
terminates at respective first and second openings 54a, 54b in the plunger housing first and 
second ends 52a, 52b. The elongated plunger 60 includes opposite first and second ends 60a, 
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60b and an axially-extending internal bore 62 that terminates at respective first and second 
ports 62a, 62b in the plunger first and second ends 60a, 60b. The plunger first end 60a is 
slidably secured within the plunger housing internal bore 54 and the plunger second end 60b 
extends from the plunger housing second opening 54b and is secured to the vacuum housing 
first end 12a such that the plunger axial bore 62 is in communication with the vacuum 
housing first passageway 1 6 and with the plunger housing first opening 54a. The plunger 
second end 60b is removably secured to the vacuum housing first end 12a. The plunger 60 is 
configured for reciprocal movement between an extended and retracted position relative to 
the plunger housing 52. The plunger 60 is moved to an extended position upon the flow of 
air through the second port 62b into the plunger housing internal bore 54 through the plunger 
housing first opening 54a. The plunger housing 52 includes a third opening 70 that is in 
communication with the plunger housing internal bore 54. The plunger 60 is moved to a 
retracted position upon the flow of air through the second port 62b into the plunger housing 
bore 54. A screen 80 is positioned within the interior 41 of the flexible cup 40 and is 
configured to prevent foreign matter from being pulled into the second passageway 20 of the 
vacuum housing 22. 
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S103 Refect ions Are Overcome 

A determination under §103 that an invention would have been obvious to 
someone of ordinary skill in the art is a conclusion of law based on fact. Panduit Corp. v. 
DennisonMfg. Co. 810F.2d 1593, 1 U.S.RQ.2d 1593 (Fed. Cir. 1987), cert denied, 107 
S.Ct 2187, After the involved facts are determined, the decision maker must then make the 
legal determination of whether the claimed invention as a whole would have been obvious to 
a person having ordinary skill in the art at the time the invention was unknown, and just 
before it was made. Id at 1596. The United States Patent and Trademark Office (USPTO} 
has the initial burden under § 103 to establish a prima facie case of obviousness. In re Fine, 
837 R2d 1071, 5 U.S.RQ.2d 1596, 1598 (Fed. Cir. 1988). 

To establish a prima facie case of obviousness, the prior art reference or 
references when combined must teach or suggest all the recitations of the claims, and there 
must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. M.P.E.P. § 2143. The mere fact that references can be 
combined or modified does not render the resultant combination obvious unless the prior art 
also suggests the desirability of the combination. M.P.E.P. § 2143.01(citing In re Mills, 916 
F.2d 680, 16 U.S.P.Q.2d 1430 (Fed. Cir. 1990)). As emphasized by the Court of Appeals for 
the Federal Circuit, to support combining references, evidence of a suggestion, teaching, or 
motivation to combine must be clear and particular, and this requirement for clear and 
particular evidence is not met by broad and conclusory statements about the teachings of 
references. In re Dembiczak, 50 U.S.P.Q.2d 1614, 1617 (Fed. Cir. 1999). In an even more 
recent decision, the Court of Appeals for the Federal Circuit has stated that, to support 
combining or modifying references, there must be particular evidence from the prior art as 
to the reason the skilled artisan, with no knowledge of the claimed invention, would have 
selected these components for combination in the manner claimed. In re Kotzab, 55 
U.S.P.Q.2d 1313, 1317 (Fed. Cir. 2000). 

Furthermore, as recently stated by the Federal Circuit with regard to the 

selection and combination of references: 

This factual question of motivation is material to patentability, and could not be 
resolved on subjective belief and unknown authority. It is improper, in determining 
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whether a person of ordinary skill would have been led to this combination of 
references, simply to "[use] that which the inventor taught against its teacher ,? WL 
Qorev.Garlock, Inc M 721 R2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983). 
Thus the Board must not only assure that the requisite findings are made, based on 
evidence of record, but must also explain the reasoning by which the findings are 
deemed to support the agency's conclusion.... 

In re Sang Su Lee, 277 F.3d 1 338, 1343 (Fed. Cir. 2002). 

A. Claims 5-7, 10-15, 17 and 18 Are Patentable Over Kuhl, Blatt and Hansen 

The primary reference, Kuhl, describes a vacuum egg-lifting device having a 
vacuum head carrying a plurality of holding members within which tubular stems are slidably 
movable within predetermined limits against the action of a spring while being accurately 
guided by the holding members. The stems have flexible egg-engaging cups at the lower ends 
thereof to which a vacuum and air pressure may be applied from the vacuum head for lifting 
and discharging eggs from the device. (Kuhl, Abstract). 

The Action states that Kuhl does not show a removable venturi assembly in 
communication with the internal bore of the plunger. The Action then concludes that it would 
have been obvious "to provide a well known venturi assembly on the second end of the 
plunger of Kuhl ... as taught by Blatt ... in order to create a vacuum within the plunger and 
the vacuum cup so that the modified device would provide a stronger vacuum within the 
vacuum cup and the plunger." (Action, Pages 2-3). The Action makes the same argument 
with respect to Hansen. 

Applicant respectfully asserts that the rejection under 35 U.S.C. §103 is 
improper because the Action is merely combining references using Applicant's specification as a 
road map. Although the Kuhl apparatus provides vacuum to the egg lifting cup from a vacuum 
source, the Action concludes that it would be obvious to modify Kuhl by replacing the Kuhl 
vacuum source with a removable venturi assembly as taught by Blatt or Hansen. However, as 
required by the Federal Circuit, there must be some suggestion or motivation, either in Kuhl, 
Blatt and Hansen themselves or in the knowledge generally available to one of ordinary skill 
in the art, to modify Kuhl by removing the Kuhl vacuum source and replacing it with a 
removable venturi assembly. The Action concludes that the venturi assembly of Blatt or 
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Hansen will provide a stronger vacuum within the vacuum cup arid the plunger than the Kiihl 
vacuum source, but provides no clear and particular evidence of such a conclusion. Nothing 
in Kuhl teaches or suggests such a modification is desirable. Nothing in either Blatt or 
Hansen teaches or suggests that a removable venturi assembly will provide a stronger vacuum 
within the vacuum cup and the plunger than the Kuhl vacuum source. Applicant respectfully 
requests that the Action set forth clear and particular evidence as to why one skilled in the art 
would remove the vacuum source of Kuhl and replace it with a removable venturi assembly. 

B. Claims 5-7, 10-15, 17 and 18 Are Patentable Over Bru, Blatt and Hansen 

The primary reference, Bru, describes a pneumatic elevator for lifting a sheet 
of material and having a tubular piston with a suction nozzle at its distal end displaceable in a 
cylinder with which it forms an annular space. The piston moves downwards in the cylinder 
under the force of gravity, its upward movement with the sheet held thereby being assured by 
a spring. The upward movement is limited by a movable plug. (Bru, Abstract). 

Applicant respectfully asserts that the rejection under 35 U.S.C. §103 is 
improper because the Action is merely combining references using Applicant's specification as a 
road map. Although the Bru apparatus provides vacuum to the suction nozzle from a vacuum 
source, the Action concludes that it would be obvious to modify Bru by replacing the Bru 
vacuum source with a removable venturi assembly as taught by Blatt or Hansen. However, as 
required by the Federal Circuit, there must be some suggestion or motivation, either in Bru, 
Blatt and Hansen themselves or in the knowledge generally available to one of ordinary skill 
in the art, to modify Bru by removing the Bru vacuum source and replacing it with a 
removable venturi assembly. The Action concludes that the venturi assembly of Blatt or 
Hansen will provide a stronger vacuum within the vacuum cup and the plunger than the Bru 
vacuum source, but provides no clear and particular evidence of such a conclusion. Nothing 
in Bru teaches or suggests such a modification is desirable. Nothing in either Blatt or Hansen 
teaches or suggests that a removable venturi assembly will provide a stronger vacuum within 
the vacuum cup and the plunger than the Bru vacuum source. Applicant respectfully requests 
that the Action set forth clear and particular evidence as to why one skilled in the art would 
remove the vacuum source of Bru and replace it with a removable venturi assembly. 
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Accordingly, Applicant respectfully requests withdrawal of the present 
rejections under 35 U.S.C. §103. 



In view of the above, it is respectfully submitted that this application is in 
condition for allowance, which action is respectfully requested. 



Respectfully submitted, 




Needham J. Boddie, II 
Attorney for Applicant 
Registration No. 40,519 
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Myers Bigel Sibley & Sajovec, PJL 
Post Office Box 37428 
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Telephone: (919) 854-1400 
Facsimile: (919) 854-1401 

Doc. No. 444800 
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